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Recently  co n flic t has arisen between academ ics and 
un iversities over the ow nersh ip  of in tellectual prop
erty and the benefits flow ing from such contro l. Two 

recent cases h ighlight litigation between researchers and 
un ive rsities  in the Federal C o urt: one in vo lv in g  V ic to ria  
U n iversity  of Techno logy (V U T ) and the other the U n ive rs
ity of W estern A ustra lia  (U W A ). Som e disturbing d e fic ien 
cies have been revealed in the m anagem ent of intellectual 
property in the p u b lic  sector.

In Victoria University o f Technology v Wilson (2004) 60 
IPR 39 2 , V U T  com m enced proceedings against a professor 
and a sen ior lecturer in the School of A pp lied  Econom ics 
in re lation to a patented invention , an o n line  international 
trade inform ation technology system . The two em ployees 
and a form er student had incorporated a separate com pany 
in w h ich  the in te lle c tu a l property w as sp lit 40  per cent 
betw een each o f the em p loyees and 20  per cent to the 
form er student.

The argum ents o f the acad em y w e re  th reefo ld . First, 
the un iversity  argued that the em ployees w ere  bound by 
the un iversity 's  in te lle ctu a l property po licy . Second , the 
university c la im ed that there w ere im plied terms of the two 
acad em ics' contracts of em ploym ent stipulating that they 
w ou ld  not enrich  them selves at the expense of the univer
sity. Th ird , the un iversity  contended that both academ ics 
ow ed to it fid uc ia ry  and other equ itab le  duties of loyalty 
and good faith.

The Suprem e Court of V icto ria  held that the intellectual 
property po licy  w as not a term of the em ployees' contracts 
and, acco rd ing ly , of no assistance to V U T . It held that the 
m ere existence of an em ployer/em ployee re lationsh ip  did 
not give the em ployer ownership of inventions made by the 
em ployee during the term of the re lationsh ip . The judge 
observed:

Perhaps it is not all that long ago that professional 
p u b lic  servants (in the broad sense that includes  
academ ics) w ere expected  to refrain from private 
money-making activities. The theory then was that 
such persons were appointed to do a jo b , which was 
expected  to be all-consum ing, and they were pa id  
a salary in effect for the whole o f their time. I f  such 
an em ployee were not working he was expected  to 
be at rest, and it was a misuse o f his resting time (for 
w hich in effect the em ployer was paying) to work 
for som eone else. It went without saying that they 
w ould  not work for themselves or for anyone else.

But that is no longer the case. In the last thirty years 
pub lic  service in general and academia in particular 
have changed considerably. To a greater or lesser 
extent, both have been po litic ised  and com m ercial
ised . . .  A number o f the conditions o f service which 
o n ce  in form ed academ ic se rv ice  structures have 
been replaced with 'business practices'. Permanent 
and tenured employees have in many cases been re
p laced  with 'contractors'. And, correspondingly, no
tions o f loyalty and service have tended to diminish.
It no longer goes without saying that pub lic servants 
in general or academ ics in particular are bound to

refrain from extraneous pa id  activities. These days 
it takes an express term o f contract or condition o f  
serv ice in order to ach ieve that result.

The Court determ ined that the em ployees had indeed 
breached their fid uc ia ry  duties to the university. The Court 
noted that the em p loyees had obtained  the opportun ity  
to develop the invention because of their acad em ic posi
tions at V U T . Further, w o rk  on the invention w as in itia lly  
done in the ir cap ac ities  as em ployees and on ly  later did 
the em ployees them selves decid e to continue in their own 
capacity .

S im ila r co n flic t has arisen in the Federal Court case of 
The University o f Western Australia v Cray [2005] FCA 277 . 
U W A  alleged that cancer research specialist, D r Gray, had de 
veloped the technologies on university time, w h ile  a member 
of the university staff. It alleged, in essence, that he has obtain 
ed in te llectua l property rights and benefits flow ing  from 
them in breach of his contractua l and fid uc ia ry  duties to 
the university . In a procedural hearing, the judge held that 
U W A  had not su ffic ien tly  supported its causes of action 
in its p lead ing: 'In my op in ion , given the num ber of para
graphs in respect of w h ich  ob jections have been upheld, 
the statement of c la im  as a w ho le  should be struck out w ith 
leave to rep lead .'

The push towards greater commercialisation within univer
sities and p u b lic  research institutions has its hazards and 
p itfa lls . As Austra lian  law yer Tom Reid observes, there is 
greater disputation between academ ics and their un ive rsi
ties:

Universities are m oving away from their traditional 
role as centres o f academ ic learning and research, 
and toward becom ing providers o f training and on- 
dem and expertise. They are expecting  more from  
their tenured academ ics with respect to bringing in 
private sector funds, and thus expanding the scope  
o f intellectual p roperty rights that they can claim  
were created in the course o f  the academ ic's em 
ploym ent. On the other hand, it is becom ing more 
im portant for academ ics to take on private sector 
work in their persona l capacity, both to advance  
their careers and (for sessional appointees at least) to 
supplem ent their income. As the body o f academics 
becom es increasingly distinct from the entity that is 
'the university', the scope for con flict between the 
two over the rights to intellectual property (whether 
held  under com m on law and statute, or in equity) 
w ill increase.

Furtherm ore, p ub lic  research institutions have had to 
brace them selves for greater litigation —  in terms of both 
defending their own c la im s and w ard ing  off allegations of 
infringem ent. There have been concerns expressed about 
w h a t im pact such a cu ltu re  o f litigation  w ill have upon 
the nature and functio n  of u n ive rs itie s . As the D ean of 
the M ed ica l Schoo l at D u ke  U n ive rs ity , R Sanders W il
liam s, observes: 'there's a nobility  of sc ien ce  and a m agic 
o f a c a d e m ia ', w h ich  co u ld  be threatened by putting all 
un iversity  activ ity  'in the sam e co ld  glare as the corporate 
w o rld '. ■
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